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' Serial Number: 09/345,092 



(Walker et al.) 



Art Unit: 2162 



FIRST ACTION REJECTION 



DRAWINGS 



1 . The review process for drawings that are included with applications on filing has been 
modified in view of the new requirement to publish applications at eighteen months after the filing 
date of applications, or any priority date claimed under 35 U.S.C. §§119, 120, 121, or 365. 

This application has been filed with drawings that have been approved by the official 
draftsperson, and said drawings are acceptable for examination and publication purposes. 

CLAIM REJECTIONS — 35 U.S.C. §112 ^2 

2. Independent claim 35 and dependent claims 5, 39 & 42 are rejected as indefinite pursuant 
to 35 U.S.C. §1 12 Tf2 as reciting an improper Markush Group. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims 



particularly pointing out and distinctly claiming the subject matter 



which the applicant regards as his invention. 



As per dependant claim 5, said claim is indefinite because it does not depend from 
a preceding claim. 



% 
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Claim 35, lines 1-4 recites in part: "said device . . . selected from the group 
consisting of computer RAM, computer ROM ... or a DVD disk." 



Claim 35 is a recitation of improper Markush form and therefore indefinite because 
the alternative term "or" is used in place of the conjunctive term "and." Proper Markush 
formats are either: "the group consisting of A, B and C" or "the group is A, B or C." 
(See MPEP 2173.05(h)). 



Claims 39 & 42 are rejected pursuant to 35 U.S.C. §1 12 T{2 for substantially the 
same reasons as claim 35. 

Appropriate corrections are required. 



CLAIM REJECTIONS — 35 U.S.C. §103(a) 

The following are quotations of 35 U.S.C. § 103 ( a ) which form the basis of the 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 
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3. Independent claims 1, 36 & 40 and dependent claims 2-35, 37-39 & 41^are rejected under 
35 U.S.C. § 103(a) as being unpatentable over Malaspina, US 5,544,784 (8/13/1996) (herein 
referred to as " Malaspina ";) in view of Bernard et al., US 5,918,213 (6/29/1999) (herein referred 
to as " Bernard "! 

As per claim 1, Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 
2, 11. 44-67; col. 3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that 
suggest: "A method of automatically dispensing a product to a customer, comprising the 
steps of . . . receiving a product selection from the customer . . . determining whether said 
product selection qualifies for an alternate product offer . . . presenting an alternate 
product offer message if said product selection so qualifies . . . determining if the customer 
has accepted said alternate product offer; and . . . dispensing a first product that 
corresponds to said alternate product offer if the customer has so accepted, or . . . 
dispensing a second product that corresponds to said product selection if the customer has 
not so accepted." 

Malaspina does not explicitly show: "dispensing a second product that 
corresponds to said product selection if the customer has not so accepted. . . ." even 
though Malaspina suggests same. 

Bernard (FIG. 24; FIG. 25; and FIG. 44) shows elements that suggest: 
"dispensing a second product that corresponds to said product selection if the customer 
has not so accepted. . . ." 
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Bernard proposes optional product dispensing modifications that would have 
applied to the system described by Malaspina . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the modifications of 
Bernard with the system of Malaspina because such combination would have provided a 
means of "browsing . . . to learn more about products which are popular or in great 
demand but about which the customer may not be aware. " (See Bernard (col. 4, 11. 32- 
34)). 

As per claim 2, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: 
"determining that said product selection does not qualify for an alternate product offer . . . 
determining . . . whether said product selection qualifies for an alternate product offer." 

Malaspina lacks explicit mention of "a database is provided . . . containing at 
least one decision rule, and step (b) includes the steps of . . . determining if any decision 
rule in said database is associated with said product selection ... if no decision rule in said 
database is associated with said product selection, then, determining that said product 
selection does not qualify for an altemate product offer ... if at least one decision rule in 
said database is associated with said product selection, the, choosing one of said at least 
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one associated decision rule, and, determining from said chosen decision rule whether said 
product selection qualifies for an alternate product offer." 

Bernard (FIG. 1; FIG. 4; FIG. 6; FIG. 17; FIG. 19; FIG. 20A; FIG. 22; FIG. 23; 
FIG. 24; FIG. 25; FIG. 28; FIG. 29; FIG. 36; FIG. 41 ; and FIG. 44) shows elements that 
suggest: "determining that said product selection does not qualify for an alternate product 
offer . . . determining . . . whether said product selection qualifies for an alternate product 
offer." ' 

Bernard proposes database and decision rule modifications that would have 
applied to the system described by Malaspina . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the modifications of 
Bernard with the system of Malaspina because such combination would have provided a 
means of ''browsing . . . to learn more about products which are popular or in great 
demand but about which the customer may not be aware. " (See Bemard (col. 4, 11. 32- 
34)). 

As per claim 3, Malaspina in view of Bemard shows the method of claim 2. (See 
the rejection of claim 2 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "wherein a 
plurality of decision rules ... are identified ... as being associated with said product 
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selection, and wherein the step of choosing comprises . . . choosing one of said plurality of 
decision rules according to a predetermined rule selection hierarchy." 

Malaspina lacks explicit mention of "a database. . . even though Malaspina 
suggests same. 

Bernard (FIG. 1; FIG. 4; FIG. 6; FIG. 17; FIG. 19; FIG. 20A; FIG. 22; FIG. 23; 
FIG. 24; FIG. 25; FIG. 28; FIG. 29; FIG. 36; FIG. 41; and FIG. 44) shows elements that 
suggest: "a database. . . 

Bernard proposes database and decision rule modifications that would have 
applied to the system described by Malaspina . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the modifications of 
Bernard with the system of Malaspina because such combination would have provided a 
means of browsing , , , to learn more about products which are popular or in great 
demand but about which the customer may not be aware, " (See Bernard (col. 4, 11. 32- 
34)). 

As per claim 4, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "choosing 
an alternate product. ..." 
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Malaspina lacks explicit mention of: "determining an acceptance rate of said 
chosen alternate product in relation to said product selection, and . . . determining whether 
said product selection qualifies for an alternate product offer based on said acceptance 
rate." 

"Official Notice" is taken that both the concept and the advantages of 
"determining an acceptance rate of said chosen alternate product in relation to said 
product selection, and . . . determining whether said product selection qualifies for an 
alternate product offer based on said acceptance rate. . , ." were expected in the art by one 
of ordinary skill at the time of the invention because such determinations (for example, as 
in targeting Internet advertisements and incentives to consumers) were well known in the 
art. 

As per claim 5, Malaspina in view of Bernard shows the method of claim 5 [sic]. 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: 
"determining that said product selection qualifies for an alternate product offer " 

Malaspina lacks explicit menfion of: "determining that said product selection 
qualifies for an alternate product offer if said acceptance rate is greater than a 
predetermined value." 

"Official Notice" is taken that both the concept and the advantages of 
"determining that said product selection qualifies for an alternate product offer if said 
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acceptance rate is greater than a predetermined value. . . were expected in the art by 
one of ordinary skill at the time of the invention because such determinations (for example, 
as in targeting Internet advertisements and incentives to consumers) were well knowoi in 
the art. 

As per claim 6, Malaspina in view of Bemard shows the method of claim 1 . (See 
the rejection of claim 1 supra). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "there is at 
least one product item associated with said product selection . . . choosing an alternate 
product having at least one product item associated therewith . . , determining that said 
product selection qualifies for an alternate product offer. . . ." 

Malaspina lacks explicit mention of: "an expiration date. . . ." even though 
Malaspina suggests same. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
there is at least one product item associated with said product selection and each of said at 
least one product item has an expiration date associated therewith, and wherein step (b) 
includes the steps of . . . choosing an altemate product having at least one product item 
associated therewith . . . determining an expiration date for a predetermined one of said at 
least one product item associated with said altemate product, and . . . determining that 
said product selection qualifies for an altemate product offer if said determined expiration 
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date of the predetermined alternate product item is a later date than said expiration date of 

the predetermined alternate product item " were expected in the art by one of ordinary 

skill at the time of the invention because such determinations (for example, as in batteries 
having expiration dates) were well knovm in the art. 

As per claim 7, Malaspina in view of Bernard shows the method of claim 6. (See 
the rejection of claim 6 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "said 
predetermined one of said at least one product item associated with said alternate product 
is a next vendible product item." 

Malaspina lacks explicit mention of: "said alternate product " even though 

Malaspina suggests same. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that if "a similar battery is requested, then one is located . . . and 

dispensed "would have been selected in accordance with "said alternate 

product. . . ." because such alternatives would have provided customers with price and 
performance options. 



As per claim 8, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 
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Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; coL 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "choosing 
an alternate product having at least one product item associated therewith " 

Malaspina lacks explicit mention of: "an expiration date. . . even though 
Malaspina suggests same. 

"Official Notice" is taken that both the concept and the advantages of "each of 
said at least one product item having an expiration date associated therewith . . . 
determining an item expiration date for a predetermined one of said at least one product 
item associated with said alternate product, and . . . using said item expiration date to 

determine whether said product selection qualifies for an alternate product offer " 

were expected in the art by one of ordinary skill at the time of the invention because such 
determinations (for example, as in batteries having expiration dates) were well known in 
the art. 

As per claim 9, Malaspina in view of Bernard shows the method of claim 1. (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, II. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "at least 
one product item associated with said product selection. . , 

Malaspina lacks explicit mention of: "an expiration date. . . even though 
Malaspina suggests same. 
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"Official Notice" is taken that both the concept and the advantages of 
"determining an item expiration date for a predetermined one of said at least one product 
item associated with said product selection, and , . . using said item expiration date to 
determine whether said product selection qualifies for an alternate product offer. . . 
were expected in the art by one of ordinary skill at the time of the invention because such 
determinations (for example, as in batteries having expiration dates) were well known in 
the art. 

As per claim 10, Malaspina in view of Bernard shows the method of claim 1, (See 
the rejection of claim 1 supra ). 

Malaspina (col. 1, 11. 55-60; FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 
2, 11. 44-67; col. 3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that 
suggest: "wherein there is a profit margin associated with said product selection, and 
wherein step (b) includes the steps of . . . choosing an alternate product . . . obtaining a 
profit margin associated with said alternate product. . . 

Malaspina lacks explicit mention of: "determining that said product selection 
qualifies for an alternate product offer if said alternate product profit margin is greater 
than said profit margin associated with said product selection." 

"Official Nofice" is taken that both the concept and the advantages of 
"determining that said product selection qualifies for an alternate product offer if said 
alternate product profit margin is greater than said profit margin associated with said 
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product selection. . . were expected in the art by one of ordinary skill at the time of the 
invention because such determinations were well known in the art. 

As per claim 1 1 , Malaspina in view of Bernard shows the method of claim 10. 
(See the rejection of claim 10 supra). 

Malaspina (col. 1, 11. 55-60; FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 
2, 11. 44-67; col. 3, 11. 1-56; col. 4, 11. 33-45; and coL 6, 11. 15-17) shows elements that 
suggest: "wherein there is at least one product item associated with said chosen altemate 
product. . . 

Malaspina lacks explicit mention of: "an expiration date " even though 

Malaspina suggests same. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
each of said at least one product item associated with said chosen altemate product has an 
expiration date. . . were expected in the art by one of ordinary skill at the time of the 
invention because such determinations (for example, as in batteries having expiration 
dates) were well known in the art. 

Malaspina lacks explicit mention of: "wherein said profit margin associated with 
said altemate product is chosen to be a function of said expiration date." 

"Official Notice" is taken that both the concept and the advantages of "wherein 
said profit margin associated with said altemate product is chosen to be a function of said 
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expiration date " were expected in the art by one of ordinary skill at the time of the 

invention because such choices were well Icnown in the art. 

As per claim 12, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "selecting 
an alternate product . . . determining an available quantity of vendible product items 
associated with said product selection. . . 

Malaspina lacks explicit mention of: "using said available quantity of vendible 
product items associated with said product selection to determine whether said product 
selection qualifies for an alternate product offer." 

"Official Notice" is taken that both the concept and the advantages of "using said 
available quantity of vendible product items associated with said product selection to 

determine whether said product selection qualifies for an altemate product offer " 

were expected in the art by one of ordinary skill at the time of the invention because such 
choices were well known in the art. 



As per claim 13, Malaspina in view of Bernard shows the method of claim 12. 
(See the rejection of claim 12 supra ). 
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Malaspina lacks explicit mention of "a database is provided . . . containing a t 
count of vendible items associated with at least said product selection and v^herein step 
(b2) includes . . . determining from said database an available quantity of vendible items 
associated with said product selection." 

Bernard (FIG. 1; FIG. 4; FIG, 6; FIG. 17; FIG. 19; FIG. 20A; FIG. 22; FIG. 23; 
FIG. 24; FIG. 25; FIG. 28; FIG. 29; FIG. 36; FIG. 41; and FIG. 44) shows elements that 
suggest: "a database is provided . . . containing a t count of vendible items associated 
with at least said product selection and wherein step (b2) includes . . . determining from 
said database an available quantity of vendible items associated with said product 
selection." 

Bernard proposes database and decision rule modifications that would have 
applied to the system described by Malaspina . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the modifications of 
Bernard with the system of Malaspina because such combination would have provided a 
means of ''browsing . . . to learn more about products which are popular or in great 
demand but about which the customer may not be aware. " (See Bernard (col. 4, 11. 32- 
34)). 

As per claim 14, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 
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Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "selecting 
an alternate product . . . determining an available quantity of vendible product items 
associated with said product selection. . . 

Malaspina lacks explicit mention of: "using said available quantity of vendible 
product items associated with said altemate product to determine whether said product 
selection qualifies for an altemate product offer." 

"Official Notice" is taken that both the concept and the advantages of "using said 
available quantity of vendible product items associated with said altemate product to 
determine whether said product selection qualifies for an altemate product offer. . . ." 
were expected in the art by one of ordinary skill at the time of the invention because such 
choices were well known in the art. 

As per claim 15, Malaspina in view of Bemard shows the method of claim 1 . (See 
the rejecfion of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "choosing 
an altemate product. . . ." 

Malaspina lacks explicit mention of: "determining a demand rate for said product 
selection . . . determining a demand rate for said altemate product . . . comparing said 
demand rate for said product selection and said demand rate for said altemate product. 
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and . . . determining based on said step of comparing whether said product selection 
qualifies for an alternate product offer." 

"Official Notice" is taken that both the concept and the advantages of 
"determining a demand rate for said product selection . . . determining a demand rate for 
said alternate product . . . comparing said demand rate for said product selection and said 
demand rate for said alternate product, and . . . determining based on said step of 

comparing whether said product selection qualifies for an altemate product offer " 

were expected in the art by one of ordinary skill at the time of the invention because such 
determinations were notoriously well known in the art. 

As per claim 16, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ), 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "selecting 
an altemate product. ..." 

Malaspina lacks explicit mention of: "determining a demand rate for said product 
selection . . . comparing said demand rate for with a predetermined rate, and . . . 
determining based on said step of comparing whether said product selection qualifies for 
an altemate product offer." 

"Official Notice" is taken that both the concept and the advantages of 
"determining a demand rate for said product selection . . . comparing said demand rate for 
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with a predetermined rate, and . . . determining based on said step of comparing whether 

said product selection qualifies for an alternate product offer " were expected in the 

art by one of ordinary skill at the time of the invention because such determinations were 
notoriously well known in the art. 

As per claim 17, Malaspina in view of Bemad shows the method of claim 1. (See 
the rejection of claim 1 supra). 

Malaspina (FIG. 1; FIG, 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "selecting 
an alternate product, said alternate product having at least one product item associated 
therewith. . . 

Malaspina lacks explicit mention of: "determining a number of days until 
expiration for a predetermined one of said at least one product item associated with said 
alternate product . . . comparing said number of days until expiration with a predetermined 
number of days, and . . . determining based on said step of comparing whether said 
product selection qualifies for an alternate product offer." 

"Official Notice" is taken that both the concept and the advantages of 
"determining a number of days until expiration for a predetermined one of said at least one 

product item associated with said alternate product " were expected in the art by one 

of ordinary skill at the time of the invention because such determinations (for example, as 
in batteries having expiration dates) were well known in the art. 
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Malaspina lacks explicit mention of: "comparing said number of days until 
expiration with a predetermined number of days, and . . , determining based on said step of 
comparing whether said product selection qualifies for an alternate product offer." 

"Official Notice" is taken that both the concept and the advantages of "comparing 
said number of days until expiration with a predetermined number of days, and . . . 
determining based on said step of comparing whether said product selection qualifies for 

an alternate product offer " were expected in the art by one of ordinary skill at the 

time of the invention because such determinations were well knovm in the art. 

As per claim 1 8, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "wherein 
said alternate product offer message includes an offer of an incentive for the customer to 
purchase another item. 

Malaspina does not explicitly recite: "wherein said alternate product offer message 
includes an offer of an incentive for the customer to purchase another item." 

"Official Notice" is taken that both the concept and the advantages of "said 
alternate product offer message includes an offer of an incentive for the customer to 

purchase another item " were expected in the art by one of ordinary skill at the time 

of the invention because such incentives were well known in the art. 
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As per claim 19, Malaspina in view of Bernard shows the method of claim 1 8. 
(See the rejection of claim 18 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "said offer 
of an incentive is an offer of a future incentive." 

Malaspina does not explicitly recite: "said offer of an incentive is an offer of a 
future incentive." 

"Official Notice" is taken that both the concept and the advantages of "said offer 
of an incentive is an offer of a future incentive. . . ." were expected in the art by one of 
ordinary skill at the time of the invention because such incentives were well known in the 
art. 

As per claim 20, Malaspina in view of Bernard shows the method of claim 18. 
(See the rejection of claim 18 supra). 

Malaspina does not explicitly recite: "said offer of an incentive is accompanied by 
a presentation of a coupon code representative of said offer of an incentive." 

"Official Notice" is taken that both the concept and the advantages of "said offer 
of an incentive is accompanied by a presentation of a coupon code representative of said 
offer of an incentive. . . ." were expected in the art by one of ordinary skill at the time of 
the invention because such offers of incentive were well known in the art. 
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As per claim 21, Malaspina in view of Bernard shows the method of claim 20. 
(See the rejection of claim 20 supra). 

Malaspina does not explicitly recite: "said coupon code comprises a character 
sequence." 

"Official Notice" is taken that both the concept and the advantages of "said 
coupon code comprises a character sequence. . . ." were expected in the art by one of 
ordinary skill at the time of the invention because such character sequences were well 
known in the art. 

As per claim 22, Malaspina in view of Bernard shows the method of claim 21. 
(See the rejection of claim 21 supra ). 

Malaspina does not explicitly recite: "said coupon code comprises a character 
sequence." 

"Official Notice" is taken that both the concept and the advantages of "said 
coupon code comprises a character sequence. . . ." were expected in the art by one of 
ordinary skill at the time of the invention because such character sequences were well 
known in the art. 



As per claim 23, Malaspina in view of Bernard shows the method of claim 18. 
(See the rejection of claim 1 8 supra ). 
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Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "said 
another item is a product item associated with said alternate product offer." 

Malaspina does not explicitly recite: "said another item is a product item 
associated with said alternate product offer." 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that the disclosure of Malaspina would have been selected in accordance 
with "said another item is a product item associated with said alternate product offer. . . ." 
because such an alternative would have provided customers with price and performance 
options. 

As per claim 24, Malaspina in view of Bernard shows the method of claim 18. 
(See the rejection of claim 18 supra ). 

Malaspina lacks explicit mention of: "said offer of an incentive is an offer of a 
discount in price." 

"Official Notice" is taken that both the concept and the advantages of an "offer of 
an incentive is an offer of a discount in price. . . ." were expected in the art by one of 
ordinary skill at the time of the invention because such marketing incentives were well 
known in the art. 
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As per claim 25, Malaspina in view of Bernard shows the method of claim 24. 
(See the rejection of claim 24 supra ). 

Malaspina lacks explicit mention of: "said offer of a discount is an offer of a 
present discount." 

"Official Notice" is taken that both the concept and the advantages of an "offer of 
a discount is an offer of a present discount. . . ." were expected in the art by one of 
ordinary skill at the time of the invention because such marketing incentives were well 
known in the art. 

As per claim 26, Malaspina in view of Bernard shows the method of claim 24. 
(See the rejection of claim 24 supra). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest an: 
"alternate product offer." 

Malaspina lacks explicit mention of an: "offer of a discount in price includes an 
offer of a discount for an item corresponding to said alternate product offer." 

"Official Notice" is taken that both the concept and the advantages of an "offer of 
a discount in price includes an offer of a discount for an item corresponding to said 

alternate product offer " were expected in the art by one of ordinary skill at the time 

of the invention because such marketing incentives were well known in the art. 
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As per claim 27, Malaspina in view of Bernard shows the method of claim 1 . (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG, 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest an: 
"alternate product offer message. . . 

Malaspina lacks explicit mention of: "a plurality of different alternate products." 

Bernard (col. 4, 11. 32-34; FIG. 17; FIG. 19; FIG. 20A; FIG. 22; FIG. 23; FIG. 24; 
FIG. 25; FIG. 28; FIG. 29; and FIG. 36) shows elements that suggest: "wherein said 
alternate product offer message includes an offer of a plurality of different altemate 
products." 

Bernard proposes plural altemate product modifications that would have applied 
to the system described by Malaspina . It would have been obvious to one of ordinary skill 
in the art at the time of the invention to combine the modifications of Bernard with the 
system of Malaspina because such combination would have provided a means of 
''browsing . . . to learn more about products which are popular or in great demand but 
about which the customer may not be aware. " (See Bernard (col. 4, 11. 32-34)). 

As per claim 28, Malaspina in view of Bernard shows the method of claim 1. (See 
the rejection of claim 1 supra ). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, 11. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: 
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"determining whether said product selection qualifies for a further alternate product 
offer . . . presenting a further alternate product offer message if said product selection so 
qualifies . . . determining if the customer has accepted said further alternate product 
offer . . . dispensing a third product that corresponds to said further alternate product offer 
if the customer has so accepted, and . . . dispensing a second product that corresponds to 
said product selection if the customer has not so accepted." 

Malaspina does not explicitly show an: "dispensing a third product that 
corresponds to said further alternate product offer if the customer has so accepted, and . . 
. dispensing a second product that corresponds to said product selection if the customer 
has not so accepted. . . even though Malaspina suggests same. 

Bernard (FIG. 24; FIG. 25; and FIG. 44) shows elements that suggest: dispensing 
a third product that corresponds to said further alternate product offer if the customer has 
so accepted, and . . . dispensing a second product that corresponds to said product 
selection if the customer has not so accepted. . . 

Bernard proposes additional optional product dispensing modifications that would 
have applied to the system described by Malaspina . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the modifications of 
Bernard with the system of Malaspina because such combination would have provided a 
means of browsing . , , to learn more about products which are popular or in great 
demand but about which the customer may not be aware, " (See Bernard (col. 4, 11. 32- 
34)). 
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As per claim 29, Malaspina in view of Bernard shows the method of claim 1. (See 
the rejection of claim 1 supra ! 

Malaspina (FIG. 1 and FIG. 4) discloses a ''CUSTOMER INTERFACE'' (FIG. 1, 
el. 12) and ''COIN SLOT' \ "BILL SLOT"; "BILL COUNTER"; and "CHANGE 
ACTUATOR" (FIG. 4). 

Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 2, U. 44-67; col. 
3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: "receiving 
an amount of money from the customer." 

Malaspina does not explicitly recite: "receiving an amount of money from the 
customer. . . even though Malaspina suggests same. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that the disclosures of Malaspina cited above would have been selected in 
accordance with "receiving an amount of money from the customer. . . because such 
means for "receiving money from the customer " were well known in the art. 

As per claim 30, Malaspina in view of Bernard shows the method of claim 29. 
(See the rejection of claim 29 supra ). 

Malaspina (FIG. 1 and FIG. 4) discloses a "CUSTOMER INTERFACE" (FIG. 1, 
el. 12) and "COIN SLOT"; "BILL SLOT"; "BILL COUNTER"; and "CHANGE 
ACTUATOR" (FIG. 4). 
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Malaspina (FIG. 1; FIG. 2; FIG. 3; FIG. 4; FIG. 5; the ABSTRACT; col. 2, 11. 44- 
67; col. 3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that suggest: 
"said amount of money is greater than a price of said product selection and wherein said 
alternate product offer message includes an offer to purchase an alternate product having a 
higher price than said price of said product selection." 

Malaspina does not explicitly recite: "said amount of money is greater than a price 
of said product selection and wherein said alternate product offer message includes an 
offer to purchase an alternate product having a higher price than said price of said product 
selection. . . ." even though Malaspina suggests same. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that the disclosures of Malaspina cited above would have been selected in 
accordance with "said amount of money is greater than a price of said product selection 
and wherein said alternate product offer message includes an offer to purchase an alternate 

product having a higher price than said price of said product selection " because such 

selection would have provided means for receiving a greater amount of money than a price 
of a product selection. And such means were well known in the art at the time of the 
invention. 



As per claim 31, Malaspina in view of Bernard shows the method of claim 30. 
(See the rejection of claim 30 supra). 
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Malaspina does not explicitly recite: "said offer to purchase said alternate product 
includes an offer to purchase said alternate product at a special price approximately equal 
to said amount of money received from the customer." 

"Official Notice" is taken that both the concept and the advantages of "said offer 
to purchase said alternate product includes an offer to purchase said alternate product at a 
special price approximately equal to said amoxmtof money received from the 
customer. . . were expected in the art by one of ordinary skill at the time of the 
invention because such bargaining incentives were well known in the art. 

As per claim 32, Malaspina in view of Bernard shows the method of claim 3 1 . 
(See the rejection of claim 3 1 supra ). 

Malaspina does not explicitly recite: "said special price is a discounted price." 

"Official Notice" is taken that both the concept and the advantages of "said special 
price is a discounted price. . . ." were expected in the art by one of ordinary skill at the 
time of the invention because such bargaining incentives were well known in the art. 

As per claim 33, Malaspina in view of Bernard shows the method of claim 1. (See 
the rejection of claim 1 supra ). 

Malaspina lacks explicit mention of: "selecting a plurality of products. . . ." 
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Bernard (col. 4, 11. 32-34; FIG. 17; FIG. 19; FIG. 20A; FIG. 22; FIG. 23; FIG. 24; 
FIG. 25; FIG. 28; FIG. 29; and FIG. 36) shows elements that suggest: "selecting a 
plurality of products. . . 

Bernard proposes plural product selection modifications that would have applied 
to the system described by Malaspina . It would have been obvious to one of ordinary skill 
in the art at the time of the invention to combine the modifications of Bernard with the 
system of Malaspina because such combination would have provided a means of 
''browsing . , . to learn more about products which are popular or in great demand but 
about which the customer may not be aware. " (See Bernard (col. 4, 11. 32-34)). 

Malaspina (col. 1, 11. 55-60; FIG. 1; FIG. 2; FIG. 3; FIG. 5; the ABSTRACT; col. 
2, 11. 44-67; col. 3, 11. 1-56; col. 4, 11. 33-45; and col. 6, 11. 15-17) shows elements that 
suggest: "a profit margin associated " with the products. 

Malaspina lacks explicit mention of: "selecting a plurality of products, each of said 
plurality of products having a profit margin associated therewith . . . determining which 
of said associated profit margins is a largest profit margin . . . identifying 
which of said plurality of products is associated with said largest profit margin . . . 
selecting for presentation in an alternate product offer message any product so identified, 
and . . . presenting said alternate product offer message if said product selection so 
qualifies. . . even though Malaspina suggests same. 

"Official Notice" is taken that both the concept and the advantages of "selecting a 
plurality of products, each of said plurality of products having a profit margin associated 
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therewith . . . determining which of said associated profit margins is a largest profit margin 
. . . identifying which of said plurality of products is associated with said largest profit 
margin . . . selecting for presentation in an alternate product offer message any product so 
identified, and . . . presenting said alternate product offer message if said product selection 

so qualifies " were expected in the art by one of ordinary skill at the time of the 

invention because such determinations were well known in the art. 

Claim 34 is rejected for substantially the same reasons as claim 1. 

Claim 35 is rejected for substantially the same reasons as claim 34; furthermore, 
the devices selected in claim 35 were well known in the art at the time of the invention. 

Claim 36 is rejected for substantially the same reasons as claim 1. 

Claim 37 is rejected for substantially the same reasons as claim 2. 

Claim 38 is rejected for substantially the same reasons as claim 36. 

Claim 39 is rejected for substantially the same reasons as claim 38 furthermore, the 
devices selected in claim 39 were well known in the art at the time of the invention. 
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Claim 40 is rejected for substantially the same reasons as claim 1. 
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Claim 41 is rejected for substantially the same reasons as claim 40; furthermore, 
"Official Notice" is taken that both the concept and the advantages of using "a 
microprocessor controlling the distribution of said plurality of product types by said 
vending machine . . . being in electrical communication with said input device, and, being 
responsive to said input device; and ... a message output device responsive to said 
microprocessor, said message output device for presenting said alternate product offer 

message to customer[sic] " were expected in the art at by one of ordinary skill at the 

time of the invention because such applications were well known in the art. 

Claim 42 is rejected for substantially the same reasons as claim 41 ; furthermore, 
the devices selected in claim 42 were well known in the art at the time of the invention. 

CONCLUSION 

4. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Any response to this action may be sent via facsimile to either: 
(703) 308-9051 (for formal communications marked EXPEDITED 
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PROCEDURE), or 

(703) 308-5397 (for informal communications marked PROPOSED or DRAFT). 



Hand delivered responses may be brought to: 

Sixth floor Receptionist 
Crystal Park II 
2121 Crystal Drive 
Arlington, Virginia. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John L. Young who may be reached via telephone at (703) 
305-3801 . The examiner can normally be reached Monday through Friday between 8:30 
A.M. and 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber, may be reached at (703) 305-8469. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is (703) 
305-3900. 
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